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Michael Davis is Founder & President of Davis Law Group, a professional corporation.  His practice includes a 
comprehensive array of technology transactions & intellectual property matters for developing, protecting & 
commercializing technology.  During his 15-year legal career, he has represented numerous clients, and several have 
obtained large investments of venture capital.  Before attending law school, he received his bachelor’s degree from 
MIT’s school of engineering and worked in the fields of electronic instrumentation, automated control systems, and 
computer programming.
Austin Business Journal named Mr. Davis as one of Austin’s 3 best attorneys in the field of "Technology/Intellectual 
Property" law (Best of Business Law 2004).  He is a past President of the Austin Intellectual Property Law Association.
At Davis Law Group, creative fee arrangements are possible.  For example, a client may agree to pay Davis Law Group 
a flat monthly rate instead of an hourly rate for technology transactions, intellectual property strategy, and corporate 
governance matters.  Moreover, via Davis Law Group, a client has freedom to engage Mr. Davis as General Counsel.  
As the client’s General Counsel, Mr. Davis performs certain activities without charge to the client (e.g., Board meetings, 
executive staff meetings, managing other law firms), and the client pays a discounted charge for his legal services.
Since 2002, Mr. Davis has served as part-time General Counsel of StarCore, LLC (www.starcore-dsp.com), a joint 
venture (co-owned by Freescale Semiconductor, Infineon Technologies and Agere Systems) that develops and licenses 
digital signal processor technology.
Before Mr. Davis founded Davis Law Group in 2005, he was a Partner at the large multinational law firm of Haynes & 
Boone, where he practiced for almost 7 years.  Previously, he was a lead attorney for IBM at the Somerset PowerPC 
Microprocessor Design Center, which was a key strategic alliance between IBM, Motorola and Apple.
In 2004, Gov. Rick Perry appointed Mr. Davis to the Texas Product Development & Small Business Incubator Board, 
which governs up to $45 million in economic development incentives for products and businesses in the fields of 
semiconductors, nanotechnology, biotechnology and biomedicine.
Mr. Davis has served as mentor and judge at several venture capital events and competitions.  He was founding Chair of 
the MIT Enterprise Forum of Austin.  He has given numerous presentations to various organizations, including The 
University of Texas at Austin, Austin Technology Council, Austin Corporate Counsel Institute, Austin In-House Counsel 
Group, IC2 Institute, CLE International, Texas Angel Investors, Austinvestors, Technology Advisors Group, and Austin 
Inventors & Entrepreneurs Association.
In community matters, Mr. Davis is a member of Leadership Austin (class of 2004-2005), a member of the Board of 
Directors for Communities in Schools, and was recently a member of the Austin Children’s Museum Board of Directors.
Mr. Davis is a registered patent attorney.  He has personally drafted or supervised several hundred original United 
States patent applications.  In patent matters, his experience covers business methods, software, Internet, video/audio 
standards (e.g., MPEG, JPEG, Dolby AC-3), digital & analog circuitry, microprocessor design & semiconductor 
manufacturing.  For more than 4 years, he wrote the weekly patent column for Austin Business Journal.
He can be reached at 512.306.TECH (8324) and Michael.Davis@LegalVP.com. 



Intellectual PropertyIntellectual Property

•• PatentsPatents
•• Trade Secrets (nondisclosure obligations)Trade Secrets (nondisclosure obligations)
•• CopyrightsCopyrights
•• Trademarks (name of product or service)Trademarks (name of product or service)

PeptoPepto--BismolBismol, , CrestCrest, , IvoryIvory, , Mr. CleanMr. Clean, , LuvsLuvs
•• Domain Names (name of Internet domain)Domain Names (name of Internet domain)

www.pg.comwww.pg.com, , www.proctergamble.comwww.proctergamble.com
•• Tradenames (name of company)Tradenames (name of company)

Procter & GambleProcter & Gamble



Intellectual PropertyIntellectual Property

17 U.S.C. § 102(b)
“In no case does copyright protection for an 
original work of authorship extend to any idea, 
procedure, process, system, method of operation, 
concept, principle, or discovery, regardless of the 
form in which it is described, explained, illustrated, 
or embodied in such work.”

• Courts have agreed (e.g. Lotus v. Borland case)

• “Plot” of book is not copyrightable
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Intellectual PropertyIntellectual Property

Starting a Company?Starting a Company?

Freedom of ActionFreedom of Action
OwnershipOwnership
LicensingLicensing

(defense)(defense)
(offense)(offense)
(defense & offense)(defense & offense)
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Freedom of ActionFreedom of Action

PublishedPublished
IdeaIdea

Not PatentedNot Patented
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Freedom of ActionFreedom of Action

PublishedPublished
IdeaIdea

Not PatentedNot Patented

(no trade secret)(no trade secret)
(no copyright)(no copyright)
(no patent)(no patent)



Intellectual PropertyIntellectual Property

Freedom of ActionFreedom of Action

PublishedPublished
IdeaIdea

Not PatentedNot Patented

(no trade secret)(no trade secret)
(no copyright)(no copyright)
(no patent)(no patent)

Easy to state this rule.Easy to state this rule.
But hard to know whether these facts are true.But hard to know whether these facts are true.



Intellectual PropertyIntellectual Property

• Assignment or License (plus Secrecy?)
Written
Signed

• Sources
FoundersFounders
EmployeesEmployees
ContractorsContractors
SuppliersSuppliers



Intellectual PropertyIntellectual Property

•• FoundersFounders
•• Assignment or LicenseAssignment or License
•• Do founders have the right?Do founders have the right?

(e.g. in relation to former employer)(e.g. in relation to former employer)
•• Contractors vs. EmployeesContractors vs. Employees

•• Wedding photographer owns negatives, unless:Wedding photographer owns negatives, unless:
•• written contractwritten contract
•• employee employee ““within scope of employmentwithin scope of employment””



Intellectual PropertyIntellectual Property

•• Licensing (all rights?)Licensing (all rights?)
–– UseUse
–– ReproduceReproduce
–– DistributeDistribute
–– Prepare Derivative Works Based UponPrepare Derivative Works Based Upon
–– MakeMake
–– SellSell
–– Offer for SaleOffer for Sale
–– ImportImport
–– PublishPublish



Intellectual PropertyIntellectual Property

•• Trade SecretsTrade Secrets
• Must have security procedures that are reasonable 

under the circumstances
•• e.g., fence around a chemical plant, even though e.g., fence around a chemical plant, even though 

competitorcompetitor’’s airplane can still fly overheads airplane can still fly overhead
• Use written agreement (“NDA”)
• Disclosing…don’t give away the farm
• Receiving…don’t overly contaminate yourself
• Vary the NDA for different situations



Intellectual PropertyIntellectual Property

•• Trade Secrets Trade Secrets -- Options for NDAOptions for NDA
• 1-way or 2-way?
• Time period of secrecy (5 years?  Forever?)
• Level of effort (Absolute?  Reasonable Efforts?)
• Secrecy if memorized?
• Labeling & record keeping?
• Prohibit reproduction?
• Restrict permission to single project?
• OK to share with “consultants”?
• Carefully worded exceptions?



Intellectual PropertyIntellectual Property

•• Trade Secrets Trade Secrets -- Options for NDAOptions for NDA

• NDA is not a substitute for other agreements.
• Software License Agreement
• Technology Co-development Agreement
• Sales Representative Agreement

• When disclosing object code, beware that many 
“form” NDAs fail to prohibit reverse assembly!



Intellectual PropertyIntellectual Property

•• TrademarksTrademarks
• Available (confusingly similar mark is bad, 

especially if products or services are similar)
• Protectable

• Arbitrary (Amazon, Yahoo, Exxon) - Good
• Suggestive (Titleist, Skinvisible) - Good
• Descriptive (Lone Star beer, Tripledge wipers) 

– Wait 5 years and prove distinctive
• Generic (Computer, Car, Beans) - Bad



Intellectual PropertyIntellectual Property

•• TrademarksTrademarks
• If not federally registered, label with TM

• If federally registered, label with ®
• Federal registration “blankets” entire U.S.

• Can be many things…not just a name
•• Pink fiberglassPink fiberglass
•• Taco Cabana v. Two PesosTaco Cabana v. Two Pesos



Joe’s Crabshack
(Corpus Christi)

Joe’s Crab Shack
(Las Vegas)

Trademark
Application

for
Joe’s

Crab Shack
(Las Vegas)

R

Registered
Trademark



Intellectual PropertyIntellectual Property

•• TrademarksTrademarks
• Joe’s Crabshack (Corpus Christi)

• How big is circle?  Maybe limited to a suburb?
• Trademark usually “trumps” domain name
• Federal registration “blankets” entire U.S.
• Be sure that both company name & trademark 

are distinctive (not descriptive) & available
•• Confusingly similar mark is bad, especially if Confusingly similar mark is bad, especially if 

products or services are similarproducts or services are similar



Intellectual PropertyIntellectual Property

•• TrademarksTrademarks
•• Before sending Before sending ““cease & desistcease & desist”” letter, letter, 

investigate whether you were first userinvestigate whether you were first user
• Use as adjective instead of noun

• aspirin, cellophane, linoleum, zipper, escalator
• Kleenex, Singer, Xerox

• In licensing, monitor quality & ensure that 
licensee’s use “inures to licensor’s benefit”



Intellectual PropertyIntellectual Property

•• Anticybersquatting Consumer Anticybersquatting Consumer 
Protection ActProtection Act
–– Federal Law signed Nov. 29, 1999Federal Law signed Nov. 29, 1999
–– ““register, traffic in or useregister, traffic in or use”” a domain name is a domain name is 

illegal if:illegal if:
•• confusingly similarconfusingly similar
•• bad faith intent to profitbad faith intent to profit



Intellectual PropertyIntellectual Property

•• Anticybersquatting Consumer Anticybersquatting Consumer 
Protection ActProtection Act
–– Damages Damages -- may elect statutory damages $1,000 may elect statutory damages $1,000 

to $100,000 per domain name, to $100,000 per domain name, ““as the court as the court 
considers justconsiders just”” (jury)(jury)

–– Cancellation of domain nameCancellation of domain name
–– Transfer of domain nameTransfer of domain name
–– Attorneys fees in courtAttorneys fees in court’’s discretions discretion



Intellectual PropertyIntellectual Property

•• Copyrights Copyrights 
• Automatically exist when a copyrightable work is 

fixed in tangible medium
• Copyright notice not required, but recommended

Copyright © 2002-2004, ACME, Inc.  All rights reserved.

• Copyright notice helps prevent a bad guy from 
arguing “innocent infringement”



Intellectual PropertyIntellectual Property

•• Copyrights Copyrights 
• Registration not required, but recommended for 

important works
• For “statutory” damages & attorneys fees

(a) if unpublished, must register before infringement
(b) if published, must register within 3 months

• Statutory damages (per copyrighted work)
$750 to $30,000 as the court considers “just”
“Innocent” might reduce to $200 (use © notice)
“Willful” might increase to $150,000





1. A method for merging a portion of one document 
into another document, said method comprising: 
(a) including a reference in said another document to 
said portion; and 
(b) causing said portion to be merged with said 
another document and displayed in merged form.



Intellectual PropertyIntellectual Property

How does a patent work?How does a patent work?

I claim:I claim:
A + BA + B



Intellectual PropertyIntellectual Property

How does a patent work?How does a patent work?

I claim:I claim: Covers:Covers:
A + BA + B A + B + etc.A + B + etc.



Intellectual PropertyIntellectual Property

How does a patent work?How does a patent work?

I claim:I claim: Covers:Covers:
A + BA + B A + B + etc.A + B + etc.

Does Not Cover:Does Not Cover:
A + etc. (without B)A + etc. (without B)



Intellectual PropertyIntellectual Property

How does a patent work?How does a patent work?

I claim:I claim: Covers:Covers:
A + BA + B A + B + etc.A + B + etc.

Does Not Cover:Does Not Cover: Does Not Cover:Does Not Cover:
A + etc. (without B)A + etc. (without B) B + etc. (without A)B + etc. (without A)



Intellectual PropertyIntellectual Property

You

CustomerA+B



Intellectual PropertyIntellectual Property

You Bad
Guy

CustomerA+B A+B+C
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You Bad
Guy

Customer A+B+C
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You Bad
Guy

CustomerA+B+C A+B+C
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You Bad
Guy

CustomerA+B+C A+B+C

I claim:
A+B
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You Bad
Guy

CustomerA+B+C

I claim:
A+B

I claim:
A+B+C



Intellectual PropertyIntellectual Property

You Bad
Guy

Customer

I claim:
A+B

I claim:
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I claim:
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Intellectual PropertyIntellectual Property

You Bad
Guy

CustomerA+B+C A+B+C

I claim:
A+B

I claim:
A+B+C

Patent
Cross-License



Intellectual PropertyIntellectual Property
Revenues
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Year
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$100 million -
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Intellectual PropertyIntellectual Property

•• Patents Patents -- RealityReality
•• Useful as Useful as defensive weapon
• Many years before enforced
• Nevertheless, patents ARE important over 

long term (TI, IBM, etc. seek victims)
• Increasing number of patents apply to 

• software
• computer-implemented business methods

•• Without patent application, consider publishingWithout patent application, consider publishing



Intellectual PropertyIntellectual Property

•• Patents Patents -- Preferably cover:Preferably cover:
•• Patentable (beware Patentable (beware ““offer for saleoffer for sale”” or publication)or publication)
•• Publicly discoverable when infringedPublicly discoverable when infringed
•• Important to customers (i.e. hard to avoid)Important to customers (i.e. hard to avoid)
•• Covers expensive (high $) componentCovers expensive (high $) component
•• Made, used, sold or imported by competitor alone Made, used, sold or imported by competitor alone 

(not by customer)(not by customer)

•• Many claimsMany claims……all permutations & combinationsall permutations & combinations



Intellectual PropertyIntellectual Property

•• Patents Patents -- Requirements:Requirements:
•• New (no New (no ““singlesingle”” reference teaches everything)reference teaches everything)
•• Nonobvious (no combination of Nonobvious (no combination of ““multiple references multiple references 

teaches everythingteaches everything……references much references much ““teachteach”” the the 
combination, not merely be combinable)combination, not merely be combinable)

•• Not Not ““offered for saleoffered for sale”” more than 1 year before filingmore than 1 year before filing
•• Not Not ““publishedpublished”” more than 1 year before filingmore than 1 year before filing
•• Not Not ““publicly usedpublicly used”” more than 1 year before filingmore than 1 year before filing



Intellectual PropertyIntellectual Property

•• Patents Patents -- Requirements:Requirements:
•• DonDon’’t have to actually t have to actually ““buildbuild”” inventioninvention
•• Must describe sufficient detail to enable a person Must describe sufficient detail to enable a person 

(of (of ““ordinary skillordinary skill”” in the relevant technology) to in the relevant technology) to 
make and use the invention, without requiring the make and use the invention, without requiring the 
person to engage in person to engage in ““undue experimentationundue experimentation””

•• Must describe the inventorMust describe the inventor’’s s ““best modebest mode”” of of 
carrying out the invention carrying out the invention (e.g., don(e.g., don’’t t ““hide the ballhide the ball””))



Intellectual PropertyIntellectual Property

•• Patents Patents –– Provisional applications:Provisional applications:
•• Inferior to a regular applicationInferior to a regular application
•• Superior to Superior to ““zerozero”” applicationapplication
•• Work with attorney, even if just a few hoursWork with attorney, even if just a few hours

•• GuidelinesGuidelines
•• ““WorkingWorking”” lunches (nonlunches (non--billable) to help point billable) to help point 

you in the right directionyou in the right direction
•• File with at least 1 claim (helps foreign priority)File with at least 1 claim (helps foreign priority)
•• Identify Identify ““strategicstrategic”” concepts for later claimsconcepts for later claims



Intellectual PropertyIntellectual Property

•• Patents Patents –– Provisional applications:Provisional applications:
•• OK to file several provisional applicationsOK to file several provisional applications

(e.g., 1 per month)(e.g., 1 per month)
•• Each provisional can add a few extra pagesEach provisional can add a few extra pages

(e.g., text, figures)(e.g., text, figures)
•• USPTO wonUSPTO won’’t reviewt review……essentially mailing a essentially mailing a 

sealed envelope to evidence a postmark date sealed envelope to evidence a postmark date 
•• Must file regular application within 1 year of the Must file regular application within 1 year of the 

earliest provisionalearliest provisional……claim priority to all of themclaim priority to all of them



Intellectual PropertyIntellectual Property

•• Patents Patents –– Regular applications:Regular applications:
• New material doesn’t benefit from provisional
• When filing, decide whether to prohibit U.S. Patent U.S. Patent 

& Trademark Office (& Trademark Office (““USPTOUSPTO””) from publishing) from publishing
•• Later, Later, cannotcannot switch to switch to prohibitprohibit USPTO publicationUSPTO publication
•• Later, Later, cancan switch to switch to allowallow USPTO publicationUSPTO publication
•• If foreign patent application will claim priority to If foreign patent application will claim priority to 

U.S. patent application, then U.S. patent application, then mustmust allow USPTO to allow USPTO to 
publish the U.S. patent applicationpublish the U.S. patent application



Intellectual PropertyIntellectual Property

•• Patents Patents –– Foreign applications:Foreign applications:
•• Within 12 months after filing U.S. patent application Within 12 months after filing U.S. patent application 

(even if provisional), make the foreign filing decision(even if provisional), make the foreign filing decision
•• U.S. patent application U.S. patent application –– budget $20,000 to grantbudget $20,000 to grant
•• European Patent Office European Patent Office –– budget $25,000 to grantbudget $25,000 to grant
•• For Patent Cooperation Treaty (For Patent Cooperation Treaty (““PCTPCT””) patent ) patent 

application, budget $4,000 to fileapplication, budget $4,000 to file……allows you to allows you to 
delay specific countrydelay specific country--byby--country selection & filing country selection & filing 
by an extra 18 monthsby an extra 18 months……delay payment of high delay payment of high 
foreign feesforeign fees……review progress in USPTOreview progress in USPTO



Intellectual PropertyIntellectual Property

•• Patents Patents –– Publication:Publication:
•• If U.S. patent application has been published by If U.S. patent application has been published by 

USPTO, then notice of infringement has teeth USPTO, then notice of infringement has teeth 
•• If USPTO ultimately grants U.S. patent, then patent If USPTO ultimately grants U.S. patent, then patent 

owner may ultimately collect damages for postowner may ultimately collect damages for post--
notice infringement, even if such damages occurred notice infringement, even if such damages occurred 
before patent grantedbefore patent granted

•• Granted claims must be similar to published claimsGranted claims must be similar to published claims
•• Willful infringement can result in award of triple Willful infringement can result in award of triple 

damages, plus attorneys feesdamages, plus attorneys fees



Intellectual PropertyIntellectual Property

•• Patents Patents –– Commercialization:Commercialization:
•• If you get a patent, the world will NOT If you get a patent, the world will NOT ““beat a path beat a path 

to your doorto your door””
•• You have to beat the path to the worldYou have to beat the path to the world’’s doors door
•• Usually, the successful path involves starting your Usually, the successful path involves starting your 

own company to commercialize the inventionown company to commercialize the invention
•• prove valueprove value
•• adjust to fit demands from customersadjust to fit demands from customers
•• continuation & continuationcontinuation & continuation--inin--part applicationspart applications
•• friendlyfriendly negotiations with copyrights & trade secretsnegotiations with copyrights & trade secrets















12. A method for detecting and correcting erroneous 
data signals in a number of data signals comprising 
the steps of: 
(a) receiving a stream of data signals; 
(b) comparing said stream of data signals with a list of 
valid data signals; 
(c) indicating erroneous data signals in said stream 
when said stream of data signals do not compare to 
said valid data signals; and 
(d) correcting the first occurrence of said erroneous 
data signals such that subsequent occurrences of said 
erroneous data signals will be automatically corrected. 





11. A method for ordering an item using a client 
system, the method comprising: 
displaying information identifying the item and 
displaying an indication of a single action that is to be 
performed to order the identified item; and 
in response to only the indicated single action being 
performed, sending to a server system a request to 
order the identified item;
whereby the item is ordered independently of a 
shopping cart model and the order is fulfilled to 
complete a purchase of the item. 





1. A method for using a computer to facilitate a transaction 
between a buyer and at least one of sellers, comprising: 
inputting into the computer a conditional purchase offer 
which includes an offer price; 
inputting into the computer a payment identifier specifying 
a credit card account, the payment identifier being 
associated with the conditional purchase offer; 
outputting the conditional purchase offer to the plurality of 
sellers after receiving the payment identifier; 
inputting into the computer an acceptance from a seller, the 
acceptance being responsive to the conditional purchase 
offer; and 
providing a payment to the seller by using the payment 
identifier.





1. A method of deterring prosecution of frivolous 
professional liability claims against professionals, said 
method comprising: 

offering to professionals a plan of insurance for paying legal 
costs of prosecuting an improper prosecution claim
against a proponent of a frivolous professional liability
claim; 

receiving applications from professionals for said insurance; 
accepting professionals, from whom said applications are 

received, for coverage under said plan of insurance; 
maintaining a database of professionals covered under said 

plan of insurance; 
linking said database to a publicly-accessible data 

communications interface for viewing and searching by 
any member of the public; and 

publicizing existence of said database.
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